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(III) a second substrate bonded to the adhesive layer, wherein the second 
substrate is selected from glass, metal, plastic, wood, and ceramic. 



30. (Amended) A construction comprising: 

(I) an article for establishing a seal between two substrates, comprising: 

(a) a conformable, compressible, melt flow-resistant foam core; 

(b) a photo-activated, epoxy-containing bulk layer having a first and 
second major surface, said foam core bonded to the second major surface of said bulk 
layer; and 

(c) an epoxy-containing adhesive layer bonded to the first major 
surface of said bulk layer, wherein upon photo-activation, said bulk layer has a different 
curing rate than said adhesive layer; 

(II) a first substrate bonded to the foam core; and 

(III) a second substrate bonded to the adhesive layer; wherein the first 
substrate and the second substrate are each independently selected from glass, metal, 
plastic, wood, and ceramic substrates. 

REMARKS 

Claims 11-30 are pending in the present application. By this Amendment, 
the specification is amended, and claims 29-30 are amended. Applicants respectfully 
request reconsideration of the present claims in view of the foregoing amendment and the 
following remarks. 

Entry of the above amendment is proper under 37 C.F.R. § 1.1 16 (a) in that 
the above Amendment (1) places the claims in condition for allowance; (2) places the 
claims in better condition for consideration on appeal, if necessary; (3) does not raise any 
new issues; and (4) does not add new claims without canceling a corresponding number of 
claims. For the reasons given above, entry of the above amendment under 37 C.F.R. § 
1.116 is respectfully requested. 

I. Formal Matters : 

Amendments to Specification 

Applicants have amended the specification as suggested by Examiner 
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Chang to incorporate some of the language of new claim 22 (similar to language in 
original claim 6) into the specification. The language of new claims 21 and 23-30 already 
has support in the specification as noted in Applicants' July 03, 2002 Amendment and 
Response. 

Claim Rejections Under 35 U.S.C. §112, First Para^ph 

Claims 29-30 are rejected under 35 U.S.C. §112, first paragraph, as 
containing subject matter, which was not described in the specification in such a way as to 
reasonably convey to one skilled in the relevant art that the inventor(s), at the time the 
application was filed, had possession of the claimed invention (i.e., claims 29-30 contain 
"new matter"). 

Applicants have amended claims 29-30 as shown above to clarify that the 
construction comprises a glass substrate (claim 29) or a first substrate (claim 30) bonded 
to a foam core, not the bulk layer as previously recited. By way of example, Applicants 
point to FIG. 2, which depicts the claimed article including a core layer 30 bonded to a 
major surface 26 of the bulk layer 22 and further bonded to a substrate 32 via bonding 
layer 34. In addition, as disclosed on page 12, lines 28-29 of the specification, bonding 
layer 34 may be provided on substrate 32 or on a surface of core layer 30. Applicants also 
point to page 19, lines 5-9 of the specification, which describes the combination depicted 
in FIG. 3, wherein the combination comprises a multi-layered sealant 50 having a bulk layer 
52 and an adhesive layer 54 applied between a metal frame 60 of a motor vehicle and the 
inner surface 62 of a windshield 64. The multi-layered sealant 50 also includes a core layer 
56 and a bonding layer 58. Applicants further point to page 17, lines 15-29 of the 
specification, where suitable substrates sealed by the article of the present invention 
include glass, metal, plastic, wood, and ceramic substrates. 

For at least the reasons given above, Applicants respectfully submit that 
amended claims 29-30 are supported in the original disclosure and do not contain new 
matter. Claims 29-30 meet the requirements of 35 U.S.C. §112, first paragraph. 
Accordingly, withdrawal of this rejection is respectfully requested. 
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Claim Rejections Under 35 U.S.C. §112, Second Para^-aph 

Claims 29-30 are also rejected under 35 U.S.C. §1 12, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter, 
which Applicants regard as the invention. 

For at least the reasons given above, Applicants respectfully submit that 
amended claims 29-30 meet the definiteness requirements of 35 U.S.C. §112, second 
paragraph. Accordingly, withdrawal of this rejection is respectfully requested. 

Rejection of Claims 21-28 Under Obviousness-Type Double Patenting Over U.S. 
Patent No. 6,316,099 In View Of European Patent No. 0392090 

The Office Action rejects claims 21-28 under the judicially created doctrine 
of obviousness-type double patenting over claims 1-2 and 6-8 of U.S. Patent No. 
6,316,099 issued to George et al. in view of European Patent No. 0392090. This rejection 
is respectfully traversed. 

Applicants respectfully submit that an obviousness-type double patenting 
rejection over claims 1-2 and 6-8 of U.S. Patent No. 6,316,099 is prohibited under 35 
U.S.C. §121, Applicants note that claims 21-28 depend from original claims 11-20. 
Original claims 11-20 were subjected to a restriction requirement in parent application 
serial number 09/409,520, and withdrawn from consideration by Examiner Zirker (see 
paper no. 2 in USSN 09/409,520). The examined subject matter of elected original claims 
1-10 in parent application serial number 09/409,520 issued as U.S. Patent No. 6,316,099. 

35 U.S.C. §121 prohibits double patenting rejections based on U.S. Patent 
No. 6,316,099 given that the present claims were filed in the present divisional application 
as a result of the above-described restriction requirement. See MPEP §804.01. 
Accordingly, withdrawal of this rejection and the allowance of claims 21-28 is respectfully 
requested. In addition, please note that since this rejection was improper and there is no 
other basis in the Office Action for rejecting claims 21-28, the fi nal status o f the last office 
action was premature and must be withdrawn. See MPEP §706. 07(a). 
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II. Prior Art Rejections 

Claim Rejections Under 35 U.S.C. §103(a) 

Claims 11-20 are rejected under 35 U.S.C. §103(a) as being obvious over 
U.S. Patent No. 6,284,360 issued to Johnson et al. (hereinafter "Johnson et al.") in view of 
Japanese Patent Application Publication No. 10195393 issued to Sekisui Chemical 
Company (hereinafter "Sekisui '393"). This rejection is respectfully traversed. 

Applicants' claimed invention as embodied in independent claim 1 1 is 
directed to an article for establishing a seal between two substrates comprising, inter alia, a. 
conformable, compressible, melt flow-resistant foam core; a photo-activated, epoxy- 
containing bulk layer having a first and second major surface, wherein the foam core is 
bonded to the second major surface of the bulk layer; and an epoxy-containing adhesive layer 
bonded to the first major surface of the bulk layer, wherein upon photo-activation, the bulk 
layer has a different curing rate than the adhesive layer. 

Johnson et al. discloses a multi-layered article comprising a sealant layer 12, 
an optional bonding layer 16 a core layer 14 between sealant layer 12 and optional bonding 
layer 16, first substrate 20 and second substrate 24 as shown in FIG. 5. Examiner Chang 
acknowledges in the August 30, 2002 Office Action (paper no. 5) that the teaching of 
Johnson et al. fails to teach or suggest an article comprising a bulk layer and an adhesive 
layer, wherein the curing rate for the bulk layer is different than the curing rate for the 
adhesive layer (see August 30, 2002 Office Action, page 6, lines 3-5). However, 
Examiner Chang concludes that "it would be obvious to one of ordinary skill in the art to 
modify the sealant layer of Johnson et al. with the layered adhesive structure, as taught by 
Sekisui '393, motivated by the desire to obtain an excellent initial adhesive strength 
imparted by the difference in curing rates." See August 30, 2002 Office Action, page 6, 
lines 10-13. Applicants disagree. 

Sekisui '393 discloses a multi-layered pressure-sensitive adhesive laminate 
comprising a first pressure-sensitive adhesive layer and a second pressure-sensitive 
adhesive layer, wherein the second pressure-sensitive adhesive layer has a cure rate 1.0 to 
1.5 times faster than the cure rate of the first pressure-sensitive adhesive layer. 

Applicants respectfully submit that there is no disclosure, teaching or 
suggestion in Johnson et al., Sekisui '393, or the combined teaching of Johnson et al. with 
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Sekisui '393 that would motivate the person of ordinary skill in the art to substitute a 
multi-layered pressure-sensitive adhesive laminate, having a first pressure-sensitive 
adhesive layer and a second pressure-sensitive adhesive layer, for the sealant layer in the 
articles of Johnson et al. Nor is there any disclosure, teaching or suggestion in any of the 
cited prior art to replace the sealant layer in the articles of Johnson et al. with the Sekisui 
•393 multi-layered pressure-sensitive adhesive laminate, where the first and second 
pressure-sensitive adhesive layers have different cure rates. In fact, Johnson et al. 
expressly teaches away from both such substitutions. 

Johnson et al. expressly define the terms "sealant composition" and 
"sealant layer" in column 1, line 58 through column 2, line 21. Pressure sensitive 
adhesives are expressly excluded fromj^ e defini tion of these terms (see Col. 2, lines 2- 
14). Therefore, not only is there no motivation to make the substitution asserted in the 
Office Action, the person of ordinary skill is actually taught away from substituting the 
Sekisui '393 pressure-sensitive adhesive layers for the Johnson et al. sealant layer. For at 
least this reason. Applicants respectfully submit that the proposed combination of the 
teachings of Johnson et al. and Sekisui '393 is improper. Therefore, for at least the reasons 
given above. Applicants respectfully submit that claim 11 is patentable over the art of 
record in this case. Since claims 12-20 depend from independent claim 11, and recite 
additional claim features. Applicants respectfully submit that claims 12-20 are also 
patentable over the art of record in this case. Accordingly, Applicants respectfully request 
withdrawal of this rejection and the allowance of claims 1 1-20. 

Claim Rejections Under Obviousness-Type Double Patenting Over U.S. Patent No, 
6,284,360 In View Of Japanese Patent Application Publication No. 10195393 
(Sekisui '393) 

In the April 03, 2002 Office Action, Examiner Chang rejected claims 1 1-20 
under the judicially created doctrine of obviousness-type double patenting over claims 1-3, 
5-10, 12-16, 18-25, 28-32 and 34-42 of U.S. Patent No. 6,284,360 issued to Johnson et al. 
in view of Japanese Patent Application Publication No. 10195393 (Sekisui '393). This 
rejection is respectfully traversed for at least the reasons given above with regard to the 
rejection of claims 11-20 under 35 U.S.C. §103(a) as being obvious over U.S. Patent No. 
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6,284,360 (Johnson et al) in view of Japanese Patent Application Publication No. 
10195393 issued to Sekisui Chemical Company (Sekisui '393). Accordingly, Applicants 
respectfully request withdrawal of this rejection. 

Applicants' Terminal Disclaimer Submitted on July 03, 2002 

With regard to the rejection of claims 11-20 under the judicially created 
doctrine of obviousness-type double patenting, based on U.S. Patent No. 6,284,360 issued 
to Johnston et al, (hereinafter "Johnson et al.") in view of Japanese Patent Application 
Publication No. 10195393 issued to Sekisui Chemical Company (hereinafter "Sekisui 
'393"), Applicants note that the terminal disclaimer filed on July 23, 2002 was not 
accepted by Examiner Chang (see August 30, 2002 Office Action, page 5, lines 3-4). 
Applicants have not submitted another terminal disclaimer, and officially withdraw the 
July 23, 2002 terminal disclaimer from consideration in the present appUcation. Because 
claims 1 1-20 are not obvious based on Johnson et al. and Sekisui '393, as discussed above, 
there is no need for a terminal disclaimer. 



III. Conclusion : 

For at least the reasons given above. Applicants submit that claims 11-30 
are in condition for allowance. Accordingly, Applicants respectfully request allowance of 
these claims. 

No additional fees are believed due; however, the Commissioner is hereby 
authorized to charge any deficiency, or credit any overpayment, to Deposit Account No. 
10-1215. 
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Should the Examiner believe that anything further is necessary in order to 



place the application in better condition for allowance, the Examiner is respectfully 
requested to contact Applicants' representative at the telephone number listed below. 



MERCHANT & GOULD, LLC 

3200 IDS Center 

80 South 80* Street 

Minneapolis, Minnesota 55402-2215 

404/954-5038 

Attorney No.: 07780.0820US01 
3M Docket No.: 54680US008 



Respectfully submitted. 
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